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DECI S| ON ON APPEAL

This is a decision on appeal fromthe examner's fina
rejection of clainms 1, 5, 6, 10, 14, and 18. dCains 2 through
4, 7 through 9, 11 through 13, and 15 through 17 are objected

to. In the Exam ner's Answer, page 2, the exam ner w thdraws

1 W observe that on June 5, 2001 (paper no. 17), appellant filed a
wai ver of the oral hearing set for June 12, 2001.
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the rejection of clains 5 and 18, indicating that they are now
objected to as being dependent froma rejected base claim
Therefore, clains 1, 6, 10, and 14 remain before us on appeal.
Appel lant's invention relates to a nethod and appar at us
for sinulating the electrical characteristics of a
sem conductor device. Caim1lis illustrative of the clained
invention, and it reads as foll ows:
1. A nethod for sinmulating the electrica
characteristic of an el ectronic device conprising the steps

of :

specifying the material of a part of interest of the
el ectroni c devi ce;

speci fying the electrical characteristics of the part of
i nterest of the el ectronic device; and

speci fying the shape of the part of interest of the
el ectronic device, said specification of the shape being
performed by selecting it from anong several preselected
sinplified shape nodel s.

The prior art reference of record relied upon by the
exam ner in rejecting the appealed clains is:
Gough et al., "An Integrated Device Design Environnent for

Sem conductors,” 10 | EEE Transactions on Conputer-Ai ded Design
of Integrated Circuits and Systens no. 6, 808-21 (June 1991)

(Gough)

Clains 1, 6, 10, and 14 stand rejected under 35 U . S.C. 8§
103 as bei ng unpat ent abl e over Gough.
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Ref erence is nade to the Exami ner's Answer (Paper No. 12,
mai | ed Septenber 29, 1998) for the exam ner's conplete
reasoning in support of the rejection, and to appellant's
Brief (Paper No. 9, filed May 6, 1998) and Reply Brief (Paper
No. 14, filed Novenber 30, 1998) for appellant's argunents

t her eagai nst.
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CPI NI ON

We have carefully considered the clains, the applied
prior art references, and the respective positions articul ated
by appellant and the exam ner. As a consequence of our
review, we wll reverse the obviousness rejection of clains 1,
6, 10, and 14.

The exam ner states (Answer, page 4) that Gough does not
"specifically detail several preselected sinplified shape
nodel s exactly as clained. However, it would have been
obvious . . . to specify any shape since Gough et al. taught a
pol ygon whi ch enconpasses many kind [sic, kinds] of shapes
i ncluding the clained preselected sinplified shapes.”

Further, in the response to appellant's argunent, the exam ner
asserts (Answer, page 4) that:

"[ S]el ecting a shape anong pl ural shapes” could be

any shape one could think of or a shape available in

a designer's tool or . . . as in Gough's systemif

the device editor allowed the user to specify a

geonetry/ shape of a device then it is clearly

obvious . . . to select a shape from any source.”

Appel | ant argues (Brief, pages 10 and 11) that Gough

di scl oses that the user may define shapes, but not that the

user may sel ect a shape from anong presel ected sinplified



Appeal No. 1999-1788
Application No. 08/533,939

shape nodels. W agree with appellant that defining shapes
i nvol ves inputting the various paraneters, whereas selecting a
shape froma list of nodels does not require such steps. Said
anot her way, for the clained step of selecting, the shapes are
predefined, which differs fromthe user having to define the
shapes.

We note that Gough discloses (page 812, second ful
par agraph) that after a design is conplete it can be saved and
used by others, wherein the other users may | oad and nodify
the structure to their own requirenents. Thus, Gough suggests
giving the user the ability to select a predefined shape.
However, the stored shapes are not sinplified shape nodel s,
but, rather, are conplex structures that have been defined by
soneone el se. Thus, Gough fails to disclose or suggest a step
of selecting a shape "from anong several preselected
sinplified shape nodels,"” as recited in clains 1 and 14.
Further, Gough fails to disclose any neans for specifying the
shape "by selecting it from anong several presel ected

sinplified shape nodels,"” as recited in clains 6 and 10. See

In re Donal dson Co., 16 F.3d 1189, 1193, 29 USPRd 1845, 1849
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(Fed. Cir. 1994). Accordingly, as the exam ner has failed to
neet each and every el enent of the clains, the exam ner has
failed to establish a prima facie case of obvi ousness.
Consequently, we cannot sustain the obviousness rejection of

clains 1, 6, 10, and 14.



Appeal No. 1999-1788
Application No. 08/533,939

CONCLUSI ON

The decision of the examner rejecting clains 1, 6, 10,

and 14 under 35 U.S.C. § 103 is reversed.

REVERSED
KENNETH W HAI RSTON )
Adm ni strative Patent Judge )
)
)
)
) BOARD OF PATENT
JOSEPH L. DI XON ) APPEALS
Adm ni strative Patent Judge ) AND
) | NTERFERENCES
)
)
)
ANl TA PELLNMAN GRCSS )
Adm ni strative Patent Judge )

APG cl m
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